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Art Unit: 1712 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

Group I, claims 1-9, drawn to a polymercaptopolyamine. 

Group II, claims 10 and 12-14, drawn to a composition comprising an epoxy resin 
and a polymercaptopolyamine. 

Group III, claims 1 1 and 12, drawn to a composition comprising an epoxy resin, a 
polymercaptopolyamine and a polyamine. (Claims 13 and 14 have been removed from 
Group III due to their dependence only upon claim 10.). 

The inventions listed as Groups l-lll do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical feature. The special technical feature is the 
polymercaptopolyamine prepared by the reaction of a (poly)episulfide and excess 
(poly)amine. 

Luhowy et al. exemplifies the reaction of excess methylamine with propylene 
sulfide (col. 9, Example 6) and the reaction of excess methylamine 
and 1 ,7-octadiene-bis-episulfide (cols. 10-11, Example 10). Levine (cols. 2-3, 
Examples 1-4) shows reaction products of equivalent or excess ethylenediamine or 
diethylenetriamine with propylene sulfide. Cameron (col. 5, Flexibilizer F) exhibits the 
reaction of excess ethylenediamine with propylene sulfide. 

The claimed polymercaptopolyamine does not make a contribution over the prior 
art, thereby validating a holding of lack of unity. 
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This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so 
linked as to form a single general inventive concept under PCT Rule 13.1 . 

1) The species are the polymercaptopolyamines of formulae la or lb wherein X, 
A, E, Ri and R 5 are identified. 

2) Contingent upon the election of Group II, 1) hereinabove and the epoxy resins 
such as the diglycidyl ether of bisphenol A of Example 11.1 on page 17, line 3 of the 
specification. 

3) Contingent upon the election of Group III, 1) and 2) hereinabove and the 
polyamines such as the diethylenetriamine (DETA) utilized in Example II.2 on page 17. 

Claims 1-14 are generic. 

The species listed above do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, the species lack the same or 
corresponding special technical features for the reasons espoused with respect to the 
holding of lack of unity set forth heretofore. 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 1-9 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 

Claims 1-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The substituent X in formulae la and lb includes the radical -CHR* wherein R3 of 
the group -CH(R3)- and R4 together forms an ethylene group according to page 1 , 
the last line; page 2, line 2 and claim 1, lines 8 and 10. However, R3 and R4 are 
separated by the moiety -C(SH)(Ri)-CH 2 -. How is an ethylene group formed in the 
presence of the intervening group? Furthermore, the organic substituents 
encompassed by R4 alone are not defined. 

The ester moiety within the limits of X is not concisely defined unless designated 
as "-C(=0)0" to affirmatively illustrate the carbonyl oxygen. 

Claim 1 limits R1 to hydrogen or methyl, whereas claim 6 dependent upon claim 1 
opens R1 to various substituents other than hydrogen or methyl. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
Stat s. 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 4, 5 and 8 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 

the alternative, under 35 U.S.C. 103(a) as obvious over Luhowy et al. or Levine or 

Cameron. 

Luhowy et al. exemplifies the reaction of excess methylamine with propylene 
sulfide (col. 9, Example 6) and the reaction of excess methylamine 
and 1,7-octadiene-bis-episulfide (cols. 10-11, Example 10). Levine (cols. 2-3, 
Examples 1-4) shows reaction products of equivalent or excess ethylenediamine or 
diethylenetriamine with propylene sulfide. Cameron (col. 5, Flexibilizer F) exhibits the 
reaction of excess ethylenediamine with propylene sulfide. Luhowy et al. 
(col. 5, lines 45-48) sets forth the conversion of an epoxide to an episulfide via reaction 
with potassium thiocyanate. 

The specification on page 5, the last paragraph, describes the reaction of a 
(poly)episulfide of formula (Ilia) with amine R 5 -NH-R 2 in an amine:episulfide equivalent 
ratio of from 1:1 to 1:10. Based on the (bis-)episulfide and (poly)amine reactants within 
the confines of the (poly)episulfide of formula (Ilia) and amine R 5 -NH-R 2 reacted in 
molar ratios within the disclosed parameters, the reaction products of Luhowy et al., 
Levine or Cameron inherently possess structures within claimed formula la or lb. 
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The burden of proof rests with applicants to demonstrate that the prior art 
reaction products do not exhibit structures within claimed formula la or lb 
( In re Fitzgerald , 205 USPQ 594, CCPA 1980 and MPEP §§ 21 12-21 12.02). 

None of the cited prior art recite X of formulae la and lb being an oxygen atom or 
ester group. Claims 2, 3 and 7 require X to be oxygen. The Ri substituents of claim 6 
are not recited. However, substituents of claim 6 if redefined as R 2 are disclosed in the 
references. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Japanese Patent No. 7-173283 is directed to the reaction of a polyamide-amine 
with a thiirane. The polyamide-amine does not conform to the claimed moieties 
^N(R2)(R5) of formula (la) or -N(R2)-E-N(R 2 )- of formula lb since Rs and E, respectively, 
do not embrace amide groups. 

Swiss Patent No. 586,732 is drawn to the conversion of epoxy resins to 

episulfide resins by reaction with thiourea. 
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